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APPEAL NO. 14,379 
STATEMENT OF QUESTION PRESENTED 


In the opinion of the appellee, the question pre- 
sented on this appeal is: 


Was there a rational basis for the findings of the 
District Court, on all the evidence before it, that 
claims 18 and 19 of patent application Serial No. 
788,835 define no substance patentable over the Blount 
patent No. 2,146,788 in view of the Ridgeway e¢ al. 
patent No. 2,027,787? 
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mRwOW 


United States Cot of Appeals 


FOR THE DISTRICT OF COLUMBIA 


APPEAL NO. 14,379 


JOHN P. O’BRIEN, APPELLANT 
Vv. 


ROBERT C. WATSON, COMMISSIONER OF PATENTS, 
APPELLEE 


Appeal from the Judgment of the United States District 
Court for the District of Columbia 


BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 


This is an appeal from the judgment of the United 
States District Comrt for the District of Columbia dis- 
missing the Complaint in an action brought under 35 
U.S.C. 145. In that action appellant, in an application 
for patent entitled “Drawing Die and Method of 
Making the Same”, Serial No. 788,835, filed Novem- 
ber 29, 1947, sought to have that Court authorize the 
issuance to him of a patent containing claims 18 and 
19 (Appellant’s Appendix 1). 


(1) 
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Appellant erroneously states (brief, page 1) that 
the District Court granted a motion to dismiss 
brought by the defendant. In this case, defendant 
brought no such motion. Defendant filed an answer 
to the complaint, and (since this is an action de novo 
and not an appeal as appellant erroneously states at 
page 2 of his brief) trial was duly had, with full op- 
portunity for plaintiff to present admissible evidence. 
At the trial plaintiff presented in evidence his only 
exhibit, which is a certified copy of only portions of 
the file of his application in the Patent Office. No 
testimony was taken. The District Court found for 
the defendant and judgment was entered dismissing 
the complaint. 

The District Court concurred with the Patent 
Office examiner (Defendant’s Exhibit 2D) and the 
Patent Office Board of Appeals (Plaintiff’s Exhibit 
1, renumbered pages 26 through 30 or Defendant’s 
Exhibit 2E) in their refusal of claims 18 and 19 as 
unpatentable over prior art (Appellant’s Appendix 5 
and 6, Finding of Fact No. 12 and Conclusion of Law 
No. 2.). 

APPELLANT’S APPLICATION 

Appellant in his application (P. Ex. 1, which is in- 
complete) discloses a specific die structure (P. Ex. 1, 
page 5 and page 14, Fig. 1) and a specific method of 
making such die structure (P. Ex. 1, pages 6 through 
8). The disclosure of the die structure is adequately 
summarized in Finding of Fact No. 2 (Apt. A. 2) and 
in appellant’s brief (page 3, paragraph 2). Finding 
of Fact No. 3 (Apt. A. 3) indicates the disposition of 
method claims of the application. 
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THE PRIOR ART 


The prior art relied on by the Patent Office in the 
District Court is adequately summarized in Findings 
of Fact Nos. 4 and 5 (Apt. A. 3). 


STATUTES INVOLVED 
35 U.S.C. 145. Civil action to obtain a patent. 


An applicant dissatisfied with the decision of 
the Board of Appeals may, unless appeal has 
been taken to the United States Court of Customs 
and Patent Appeals, have remedy by civil action 
against the Commissioner in the United States 
District Court for the District of Columbia if 
commenced within such time after such decision, 
not less than sixty days, as the Commissioner 
appoints. The court may adjudge that such 
applicant is entitled to receive a patent for his 
invention, as specified in any of his claims in- 
volved in the decision of the Board of Appeals, as 
the facts in the case may appear and such 
adjudication shall authorize the Commissioner to 
issue such patent on compliance with the require- 
ments of law. All the expenses of the proceedings 
shall be paid by the applicant. (R. S. 4915; 35 
US.C., 1946 ed., 63.) 


35 U.S.C. 103. Conditions for patentability; non- 
obvious subject matter. 


A patent may not be obtained though the 
invention is not identically disclosed or described 
as set forth in section 102 of this title, if the 
differences between the subject matter sought to 
be patented and the prior art are such that the 
subject matter as a whole would have been 
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obvious at the time the invention was made to a 
person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall 
not be negatived by the manner in which the 
invention was made. 


35 U.S.C. 102. Conditions for patentability; 


novelty and loss of right to patent. 


A person shall be entitled to a patent unless— 
* * * 

(b) the invention was * * * in public use or on 
sale in this country, more than one year prior 
to the date of the application for patent in the 
United States * * *. 


Revised Statutes, Title LX, Sec. 4886. (U.S.C., 


Title 35, sec. 31) 


Any person who has invented or discovered 
any new and useful art, machine, manufacture, 
or composition of matter, or any new and useful 
improvements thereof * * * not in public use or 
on sale in this country for more than one year 
prior to his application * * * may * * * obtain a 
patent therefor. 


SUMMARY OF ARGUMENT 
Findings of Fact Nos. 11 and 12 (Apt. A. 5) ade- 


quately summarize the arguments made hereinafter. 


ARGUMENT 


APPELLANT’S BURDEN OF PROOF 
In Abbott et al. v. Coe, 71 App. D. C. 195, 109 F. 


2d 449, this Court stated: 





“Although a court, when it agrees with a 
Patent Office finding, often says so, agreement is 
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not necessary to affirmance and disagreement is 
not sufficient for reversal. The question for us is 
not whether in our opinion there was invention, 
but whether the finding that there was none is 
consistent with the evidence.” 


See also Dyer v. Coe, 75 U.S. App. D.C. 125,125 F. 2d 
192; Potts v. Coe, 78 U.S. App. D.C. 297, 140 F.2d 
470; Esso Standard Oil Co. v. Sun Oil Co., 97 U.S. 
App. D.C. 154, 229 F. 2d 37; Bechtold v. Watson, 
— US. App. D.C. ——, 253 F. 2d 875, footnote 
2. Accordingly, appellant has the burden not merely 
of convincing this Court on a preponderance of evi- 
dence that he has disclosed and claimed in his appli- 
cation patentable substance; he has the far heavier 
burden of proving that there was no rational basis in 
the evidence before the District Court for its decision 
when it agreed with the Patent Office tribunals. 

Since appellant at the trial introduced no evidence 
other than the record in the Patent Office, he has the 
burden of demonstrating clear error in the decision of 
the Patent Office Board of Appeals and in that of the 
District Court. 


APPELLANT'S FAILURE TO COMPY WITH RULES 
13(b) AND 17 OF THIS COURT 


To find a basis for reversal of the judgment of the 
District Court consistent with appellant’s contentions 
in his brief, it would be necessary for this Court to 
read, at least in part, the patents relied on by the 
Patent Office in refusing appellant’s claims, and, in 
appellant’s application, the specification and draw- 
ings, the examiner’s statement to the Board of Ap- 
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peals, and the decisions of the Board of Appeals. 
However none of these items have been printed in 
appellant’s appendix for the Court’s reading as re- 
quired by Rule 17(c)11 of this Court. It must be 
presumed therefore that appellant is either not seri- 
ously arguing the issues or that he expects this Court 
to ignore its own Rule 17 and read the exhibits which 
contain the above-mentioned items. 

35 U.S.C. 145 expressly states in the last sentence 
thereof that all the expenses of the proceedings shall 
be paid by the applicant. In view of the appellant’s 
allegations of poverty in the record, and in view of 
appellant’s failure up to this time to file the bond 
required by Rule 13(b) of this Court and Rule 73(c) 
of the Federal Rules of Civil Procedure, appellee sees 
no justification for printing in his appendix matter 
without which this Court could not be reasonably 
expected to find for appellant on the ground of clear 
error below. 

Appellee submits that if this Court chooses to read 
the record and the exhibits in relation to the argu- 
ments in appellant’s brief, then, in view of all the 
circumstances, it should do the same for appellee. 


FINDINGS OF FACT NOS. 4 and 10 


Appellant contends (brief, page 4, first full para- 
graph) that the approach angle of the order of 10° 
specified in the claims is critical. The Board of Ap- 
peals (P. Ex. 1, renumbered page 35) noted that 
appellant did not include this angle in his original 
claims and that the specification does not disclose it as 
critical. The location of the approach angle is not 
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even clearly identified in the specification and draw- 
ings. The specification states (P. Ex. 1, page 6, line 
26 et seq.): 

“By suitable choice of grinding wheels, the 
desired approach angles in the throat of the die 
may be obtained. A suttable approach angle for 
cold drawing copper of commutator bars may be 
of the order of 10° * * *” (emphasis added). 


Appellant in his specication further states (P. Ex. 1, 
page 7, lines, also quoted above) : 

“Of course, the exact design of the die hole is 
determined by the kind and size of the stock to be 
drawn, the speed of drawing, and other condi- 
tions because for each set of conditions, there is 
some one best shape for the die holes, and some 
speed best adapted for the drawing” (emphasis 
added). 

These quotations clearly indicate that the approach 
angle for any given specific stock to be drawn is a 
matter of choice depending upon conditions and fac- 
tors involved. The specific approach angle of the 
order of 10° is indicated merely as suitable and not 
even as preferable. Even if that angle had been indi- 
cated as preferable it would not thereby have been 
establishd to be critical. In re Gardiner, 36 C.C.P.A. 
748, 171 F. 2d 313. 

Appellant asserts (brief, page 4, last seven lines) 
that if “the approach angle is made less than about 
10° insufficient lubricant can be forced into the die to 
keep it from wearing excessively.” This assertion is 
not made in the specification and is supported by no 
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evidence in the record. In any event, evidence of 
critically is immaterial in the absence of disclosure of 
criticality in the specification. In re Honnig, 39 
C.C.P.A. 740, 193 F. 2d 191. Abbott et al. v. Coe, 71 
App. D.C. 195, 109 F. 2d 449. Thus this assertion 
ean be legally effective only as an admission against 
interest impugning appellant’s specification disclosure 
as insufficient for failure to inform the public of the 
limits within which his alleged invention is useful. 

Appellant also asserts (brief, page 4, lines 19 and 
20) ‘that in “conventional tungsten carbide dies the 
approach angle is at least 18°.” This assertion is 
supported by no evidence in the record and thus is 
ineffective for purposes of proving error in the 
position of the examiner that “every conceivable throat 
angle from 0° up” has been used by the drawing 
industry (D. Ex. 2D, page 7). 

At the trial, appellant adduced no evidence to show 
error in the findings of the Board of Appeals corre- 
sponding to the District Court’s Findings of Fact Nos. 
4 and 10. (Apt. A.3 and 5). It is submitted that 
Findings of Fact Nos. 4 and 10 are clearly correct. 


FINDINGS OF FACT NOS. 5 AND 9 


Appellant does not allege error in Finding of Fact 
No. 5 (App. A. 8). 

Appellant (brief, page 3, paragraph 3 and page 6, 
last full paragraph) states that none of the references 
discloses iron-nickel-cobalt alloy and that an import- 
ant feature of his alleged invention is that the die 
holders 1 and 2 and the tungsten carbide inserts have 
the same coefficient of expansion. But that feature 
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cannot be a critical feature of the alleged invention 
since it is not recited in claim 18. In re Ripper, 36 
C.C.P.A. 748, 171 F. 2d 297; In re Fear, 30. C.C.P.A. 
1197, 136 F. 2d 908; Simplex Wrapping Machine Co. 
v. Schultz et al., 128 F. 2d 138. Claim 19 recites iron- 
cobalt-nickel alloy die holders and that they have the 
same coefficient of expansion as the tungsten carbide 
inserts. The Board of Appeals in its decision stated 
(P. Ex. 1, renumbered page 28, last two lines et 
seg.) : 

“It is the Examiner’s position, and we see no 
error therein, that it is common engineering 
practice to use materials which are of generally 
the same coefficient of expansion, where warp- 
ing, tortional stresses and breaking would be lia- 
ble to occur if different coefficient of expansion 
were employed. We recognize that Ridgeway et al. 
do not employ cobalt in their alloys, however, the 
effects of adding various elements to an alloy, for 
instance, cobalt, are well known and cannot be 
considered to lend patentability.” 

In his specification appellant admits the following (P. 
Ex. 1, page 5): 

“A suitable material is an tron-nickel-cobalt 
alloy (Kovar) such as is commonly used in glass- 
to-nickel seals because of the somewhat matched 
coefficient of glass and such alloy’ (emphasis 
added). 

Since appellant admits that this specific alloy is 
commonly used in a coefficient matching situation, it 
is immaterial that no reference patent specifically 
discloses it. The above quoted statement of the Board 
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Appellant’s specification states that when conven- 
tional sintered tungsten carbide die inserts are honed 
to shape by hand, much time is consumed. “Moreover 
in view of the somewhat porous nature of the skin or 
surface of such sintered tungsten carbide die, there is 
a tendency for cracks to develop on the surface as the 
result of honing and for small portions to chip off. 
Furthermore since such surface is of limited hard- 
ness, there is a tendency for the die to wear oversize 
or to become out-of-round or out-of-shape after a 
fimited number of drawings therethrough” (P. Ex. 
1, page 2, emphasis added). “Heretofore it was com- 
monly thought that deep grinding of tungsten carbide 
dies was impossible because of the tendency of the 
surface to crack or chip as a consequence of such 
grinding. It was further thought that such dies or 
inserts have soft cores so that even if it were possible 
to deep grind them, the cores would have insufficient 
hardness and resistance to abrasion to provide a suit- 
able die cavity” (P. Ex. 1, page 3, line 25 et seq., 
emphasis added). Appellant then states that he has 
“made the remarkable discovery that, in reality, such 
cores are harder, rather than softer, than the shells” 
and has “found, contrary to common beliefs, that deep 
grinding, while tending to chip or crack the outside 
surface, will not cause cracking of the core portion 
and, in fact, will give such core portion an extremely 
smooth finish which will enable drawing of metal to 
very close tolerances. Also, in view of the greater 
density, hardness, and resistance to abrasion of the 
core portion, it provides a far superior die hole sur- 
face than the outer portion and gives a higher degree 
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of Appeals and Findings of Fact Nos. 5 and 9 (Apt. 
A. 3 and 4) are submitted to be clearly correct. 


FINDINGS OF FACT NOS. 7 AND 8 


Appellant states (brief, page 8, last five lines) that 
no reference patent discloses a connection of silver 
solder. But this feature cannot be critical since it is 
not set forth in claim 18. In re Ripper and deci- 
sions cited therewith, supra. Appellant states (brief, 
page 8, last paragraph) that the reference patents do 
not show a rectangular keyway means. But such key- 
way cannot be critical since it is not set forth in claim 
19. In re Ripper and decisions cited therewith, supra. 
Appellant adduced no evidence with which Findings 
of Fact Nos. 7 and 8 and the similar findings of the 
Board of Appeals are inconsistent. Appellant does not 
contend and does not demonstrate that there is clear 
error in either of Findings of Fact Nos. 7 and 8. 


FINDING OF FACT NO. 6 

Appellant (brief, page 3, fourth paragraph) con- 
tends that an important feature of his alleged inven- 
tion “is to make the die surface ‘flat’, such as by 
passing the periphery of a diamond studded grinding 
wheel thereover which will grind deeply and to a very 
high degree of accuracy” (emphasis added). Appel- 
lant further contends (brief, page 3, first paragraph) 
that his drawing die “is especially suitable for draw- 
ing very large quantities of metal, such as copper, to 
extremely close tolerances, not heretofore possible, 
and which is of such construction as to have a life 
many times greater than that of conventional dies.” 
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of finish to the drawn metal” (P. Ex. 1, page 4, line 
3 et seg., emphasis added). Appellant therefore deep 
grinds tungsten carbide blanks to produce an ex- 
tremely smooth working die surface in the hard dense 
core portion of the tungsten carbide. Appellant’s 
specification further states that in “view of the very 
dense and extremely hard working surface presented 
by the cores of the tungsten carbide ribs as the result 
of deep grinding of the ribs, the die inserts will with- 
stand frictional wear from drawing to a remarkable 
degree and will maintain the shape even after a 
considerable number of drawings” (P. Ex. 1, page 7, 
last two lines et seg.). Appellant’s specification thus 
clearly indicates that long life of the dies and their 
capability of drawing to close tolerances is not ob- 
tained without practice of the method feature of deep 
grinding the tungsten carbide to produce a core sur- 
face of great hardness and smoothness. 

Obviously claims 18 and 19 are not limited to 
tungsten carbide inserts whose working surfaces are 
hard and extremely smooth core portions produced by 
deep grinding to a high degree of accuracy. These 
claims recite the inserts so broadly as to be readable 
on the very same hand-honed inserts with allegedly 
inaccurately formed working surfaces consisting of 
relatively soft shell portions such as appellant in his 
specification has indicated to be undesirable. Appel- 
lant obviously cannot effectively predicate patentabil- 
ity of claims on features not therein recited. Sayfarth 
v. Coe, 76 U.S. App. D.C. 96, 129 F. 2d 58; Dyer v. 
Coe, 75 U. S. App. D. C. 125, 130, 125 F. 2d 192; 
In re Carr, 54 App. D. C. 270, 296 Fed. 1017; In re 





13 


Caunt, 23 C. C. P. A. 855, 858, 81 F. 2d 405, 407; 
Rineharts, Inc. v. Caterpillar Tractor Co., (CA 9), 
85 F. 2d 628, 635, col. 2; Foxboro Co. v. Taylor In- 
strument Co., (CA 2), 157 F. 2d 226, 232, 233. 

The fact per se that each of the die inserts has a 
flat faced groove and other flat surfaces is a matter of 
choice depending upon the shape of the cross-section 
to be drawn. Since appellant is drawing bars of 
rectangular cross-section, the working faces of his die 
inserts obviously must be flat rather than curved for 
that reason alone. Appellant in his specification ad- 
mits that, of “course, the exact design of the die hole 
is determined by the kind and size of the stock to be 
drawn, the speed of drawing, and the conditions 
because for each set of conditions, there is some one 
best shape for the die holes, and some speed best 
adapted for the drawing” (P. Ex. 1, page 7, lines 24 
through 28). This admission clearly indicates the 
correctness of Finding of Fact No. 6 (Apt. A. 3) and 
the corresponding holding of the Board of Appeals 
(P. Ex. 1, renumbered page 27, last line et segq.). 

Appellant (brief, page 4, lines 5 and 6) also con- 
tends that by a method incompletely disclosed in his 
brief (page 4, lines 4 and 5) his die opening may be 
restored to its original size. This disclosure in the 
brief is incomplete because it does not state that, after 
such grinding, shims of some sort would have to be 
provided between the inserts and the die holder to 
support the insert shoulders in contacting relation- 
ship. In any event no method of restoring the die 
opening to original size is suggested or disclosed in 
appellant’s specification. The latter states only that 
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even “after the dies of the present invention are worn 
from long use, they may be refinished to courser (sic) 
size and their life considerably extended” (P. Ex. 1, 
page 9, lines 3 through 6). 

Patentability cannot effectively be predicated on a 
theory emanating entirely from counsel (Kay Jewelry 
Co. v. Gruen National Watch Case Co., CA6, 40 F. 2d 
600,602, col. 2) or on advantages not disclosed in the 
application. Abbott et al. v. Coe, 71 App. D. C. 195, 
109 F. 2d 449; In re Dalzell et al., 35 C. C. P. A. 
1024, 166 F. 2d 834; In re Stewart, 42 C. C. P. A. 
937, 222 F. 2d 747; In re Lundberg, 45 C. C. P. A. 
—-, 253 F. 2d 244. 

Appellant alleges another advantage (brief, page 8, 
second full paragraph) namely that appellant is en- 
abled to use bar stock tungsten carbide in the method 
of making his inserts. This advantage is not only not 
disclosed in the specification, but is inconsistent with 
the disclosure in the specification that the die inserts 
“are originally in the form of rectangular blocks with 
smooth sides” and that “these blocks * * * are silver 
soldered or brazed into place * * *” (P. Ex. 1, page 
6, lines 12 through 14). In any event the alleged “bar 
stock” advantage is immaterial since it is not dis- 
closed in the specification. Abbott et al., v. Coe, and 
decisions cited therewith, supra. 


ALLEGED COMMERCIAL SUCCESS 


There was before the District Court no evidence of 
commercial success other than the statements in the 
specification. Since the application oath (P. Ex. 1, 
page 13) does not aver that the statements in the 
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specification as to commercial success are true, these 
statements do not have the status even of statements 
in an affidavit. In this action de novo the statements 
of an affiant which kes not been subject to cross- 
examination have no status as evidence. The specific 
allegations of commercial success in appellant’s brief 
before the District Court and this Court are unsup- 
ported by evidence. Moreover, if the allegations in 
the briefs be accepted as true, they relate only to dies 
made by deep grinding of tungsten carbide inserts to 
produce extremely smooth working surfaces in the 
hard core portions of the insert blanks. There is no 
allegation of commercial success of dies which do not 
have such deep ground hard core working surfaces. 
But neither of the claims recites this feature to which 
the commercial success is attributable. Accordingly 
the commercial success alleged is of no value for pur- 
poses of proving patentable invention in the substance 
of the claims. Marconi Wireless Telegraph Co. of 
America v. United States, 320 U.S. 1, 36; Dorman v. 
Stor-Aid, Inc. (CA2), 141 F. 2d 580, 588, col. 1; 
Foxboro Co. v. Taylor Instrument Co. (CA 2), 157 
F. 2d 226, 288; Kromer et al. v. Riegel Textile Corp., 
(CA 7), 227 F. 2d 741, 748; Miller et al. v. Weeks et 
al. (D.C. D.C.), 129 F. Supp. 341, affd. at 97 U.S. 
App. D.C. 138, 229 F. 2d 21. 


FINDINGS OF FACT NOS. 11 AND 12 


The only evidence adduced by appellant at the trial 
was an incomplete certified copy of the Patent Office 
record of his application. At pages 10 and 11 and 
elsewhere in his brief, appellant bases his arguments 
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on numerous allegations of fact, all of which are un- 
supported by evidence. Appellant has demonstrated 
no error in Findings of Fact Nos. 4 through 10. In 
the discussion of Finding of Fact No. 6, supra, it was 
demonstrated that appellant’s specification clearly 
indicates that any significant advance in the art 
which he may have made includes, as an indispensable 
feature, tungsten carbide inserts deep ground to pro- 
vide extremely smooth hard core working surfaces. 

Appellant contends that the Patent Office improp- 
erly relied on a combination of the Blount and Ridge- 
way patents in refusing his claims. In support of this 
argument he cites Broderson v. Marzall, 90 U.S. App. 
D.C. 78, 81, 194 F. 2d 188. No better case could be 
found to support the appellee’s, rather than the ap- 
pellant’s, position. Appellant ignores the following 
significant statements in the Broderson decision (all 
emphasis added) : 

“It seems clear enough to us that none of the three 
patents mentioned approached, as patents, the method 
claimed by the present appellant. There was expert 
testimony of the highest order in the present case, 
which pointed out that fact.” 
z= * * 

“In the present case it seems clear to us that the 
Board of Appeals in the Patent Office totally ignored 
(at least it failed to mention) the inventive feature 
of this applicant’s claim as he described it and claimed 
i.” 

x x * 

“Claims 1 to 6 in the present application are lim- 

ited to the inventiveness which we have described. 
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As thus read they should be approved and patent 
should issue on them. Claims 7, 8, and 9 go beyond 
that feature and are too broad. They should not be 
allowed. * * ed 

It is not clear from the Broderson decision that 
there the Board of Appeals relied on a combination 
of reference patents. But if it did, the Court ob- 
viously approved such combining of references in sus- 
taining the refusal of claims 7 through 9 of that case. 

Other cases in which this Court approved refusals 
of claims on combinations of references include 
Radtke Patents Corp et al. v. Coe et al., 74 App. D. C. 
251, 122 F.2d 937; Svenson v. Watson, 100 U.S. App. 
D. C. 44, 241 F.2d 449. The decisions in those cases 
are consistent with 35 U.S.C. 103, supra. 

Since instant appellant took no testimony at the 
trial; since he points to no, feature of his alleged in- 
vention as not taken into consideration by the Board 
of Appeals and by the District Court in its findings 
of fact; and since his claims are too broad in that 
they go beyond the essential feature of tungsten car- 
bide die inserts deep ground to produce extremely 
smooth hard core working surfaces, only that por- 
tion of the Broderson decision which relates to the 
claims there refused is pertinent here. That portion 
of the Broderson decision indicates that Findings of 
Fact Nos. 11 and 12 are clearly correct. 


APPELLANT’S ADMISSIONS EITHER OF PUBLIC USE 


OR COMPETITIVE USE MORE THAN ONE YEAR 
BEFORE APPLYING FOR PATENT 


At page 4 of paper 14 in appellant’s application 
(D. Ex. 1, page 5) appellant states: 
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“During World War II applicant’s dies were 
used by the Westinghouse Electric Co. and proved 
so superior to any other die on the market, par- 
ticularly in life and accuracy, that it was used 
almost exclusively.” 


At pages 9 and 10 of the “Trial Brief for Plain- 
tiff” submitted to the District Court, appellant states:. 


“As evidence of the outstanding results of ap- 
plicant’s dies, the Westinghouse Electric Co., to 
whom such dies were suggested by applicant 
when an employee of said company, immediately 
adapted such dies and discarded solid tungsten 
carbide dies and steel dies previously used.” 

* * * * 

“During World War II many military aircraft, 
particularly B-29’s, were grounded by our gov- 
ernment because of inability of the industry to 
draw copper commutator bars for their dyna- 
motors to sufficiently close tolerance size (within 
.0001 inch) to prevent flying apart because of 
dynamic unbalance at such high speeds caused 

even by a scratch. Applicant’s dies were then 

used by Westinghouse and they completely solved 
the problem.” 

These admissions indicate that the Westinghouse 
Company used the substance of appellant’s claims 18 
and 19 more than one year prior to the filing of ap- 
pellant’s patent application here involved. That ap- 
plication asserts no effective date prior to its filing 
date of Nov. 29, 1947. 

If appellant, after his disclosure to Westinghouse, 
was not in privity with the Westinghouse as to the 
right to use his alleged invention during World War 
II, then the use by Westinghouse was a public use 
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creating a statutory bar against appellant. Egbert 
v. Lipmann, 104 U. S. 333, especially 336, third full 
paragraph, second sentence. If appellant, after his 
disclosure to Westinghouse was in privity with West- 
inghouse as to the right to use his alleged invention 
during World War II, then the use by Westinghouse 
was a use by appellant for competitive advantage 
more than one year prior to the filing of plaintiff’s 
patent application. Such competitive use results in 
forfeiture of any right to a patent in the substance 
used. Metallizing Engineering Co. v. Kenyon Bear- 
ing and Auto Parts Co., 153 F.2d 516; Woodbridge 
et al. v. United States, 263 U. S. 50, 59, 60; Mac- 
beth-Evans Glass Co. v. General Electric Co., 246 
Fed. 695, 701; Huszar v. Cincinnati Chemical Works, 
172 F. 2d 6, 10. 

Thus appellant’s unexplained admissions indicate 
that even if he had properly claimed a disclosed pat- 
entable invention, he is not entitled to patenting either 
because of a statutory bar of public use or because of 
forfeiture of right to patent by delay in filing after 
competitive use. These grounds are not pleaded in 
appellee’s answer. However, after appellant moved 
for a new trial, appellee brought a motion so to amend 
the answer contingent upon the granting of a new 
trial at which appellant would testify in his own be- 
half. A new trial was denied. Despite the fact that 
appellant was thus put on notice that his admissions 
of the Westinghouse use are damaging to his case, he 
has not subsequently made any attempt to explain 
those admissions in the record. 

This Court can properly refuse to authorize patent- 
ing on the basis of grounds not pleaded. McMahon 
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v. Matthews, 48 App. D. C. 303; Levin v. Coe, 76 
U.S. App. D. C. 347, 356, 182 F. 2d 589, 598; Brod- 
erson v. Marzall, 90 U. S. App. D. C. 78, 194 F. 2d 
138, footnotes to both majority and dissenting opin- 
ions; American Steel and Wire Co. v. Coe, 70 App. 
D. C. 188, 105 F. 2d 17; Radtke Patents Corp. et al 
v. Coe et al., 74 App. D. C. 251, 122 F. 2d 937. 


CONCLUSION 


All the claims on appeal, it is submitted, were 
properly refused to appellant on the ground that they 
define no patentable invention over the prior art. It 
is submitted also that appellant has failed to sustain 
his burden of proving clear error in the decisions of 
the Board of Appeals and the District Court. Ac- 
cordingly, it is submitted that the judgment appealed 


from should be affirmed. 


Respectfully submitted, 


CLARENCE W. MOORE, 
Solicitor, United States Patent Office, 
Attorney for Appellee. 
GEORGE C. ROEMING, 
Of Counsel 
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